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The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 


A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S. C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )D Responsive to communication(s) filed on 12/16/2003 amendment , 
2a)S This action is FINAL. 2b)n This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-31 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) K Claim(s) 1-31 is/are reiected. 

7) 0 Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b)n Some * 0)0 None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 


Attachment(s) 

1) □ Notice of References Cited (PTO-892) 

2) n Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) O Infomnation Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date . 


4) □ Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) CD Notice of Infonnal Patent Application (PTO-1 52) 
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DETAILED ACTION 

Claim Rejections - 35 USC § 101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

2. Claims 1-31 are rejected under 35 U.S.C. 101 because the claimed invention is directed 
to non-statutory subject matter. 

For a claim to be statutory under 35 USC 101 the following two conditions must be met: 

1) In the claim, the practical application of an algorithm or idea resuh in a useful, 
concrete, tangible result, AND 

2) The claim provides a limitation in the technological art that enables a useful, concrete, 
tangible result. 

As to the technology requirement, note MPEP Section iV 2(b). Also note In Re 
Waldbaum, 173USPQ 430 (CCPA 1972) which teaches "useful arts" is synonymous with 
"technological arts". In re Musgrave, 167USPQ 280 (CCPA1970), In re Johnston, 183USPQ 172 
(CCPA 1974), and In re Toma, 197USPQ 852 (CCPA 1978), all teach a technological 
requirements. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
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patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

4. Claims 1-31 are rejected under 35 U.S.C. 102(e) as being unpatentable over May (US 
6,421,653). 

5. May discloses a method of performing a batch auction comprising the steps of: 
►receiving during an order acceptance period orders from a plurality of participants, said orders 
representing a desire to execute a trade regarding a security (col. 16, line 30-col.l7, Hne 20); 
►continuously transmitting to said participants information regarding orders as they are received 
during said order acceptance period (col.7, lines 7-43); 

►allowing said participants during said order acceptance period to modify previously submitted 
orders only if the modification meets a predetermined set of conditions (col.4, line 63-col.5, 
linelO; col.18, line 18-col.l9, line 7); 

►prohibiting the receiving of orders after said order acceptance period (coL4, line 58-col.5, line 
10; it is inherent, in auction systems, to have a predefined bidding period); 
►discovering an optimal price at which a maximum number of shares will be executed based on 
all orders received during said order acceptance period (302, fig.l5; col.37, lines 12-27); 
►executing a trade of said maximum number of shares at said optimal price (col.37, line 45- 
col.39, line 29);and 

► wherein said orders include parameters describing a trade, a security identifier, and a quantity 
of shares (fig. 7). 
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Response to Arguments 
6. Applicant's arguments filed 12/16/2003 have been fully considered but they are not 
persuasive. 

a) Applicant's arguments with regard to State Street are noted but are not persuasive. In 
State Street, "in the technological arts" v^as never an issue. The invention in the body of the 
claim must recite technology. If the invention in the body of the claim is not tied to technological 
art, environment, or machine, the claim is not statutory. Ex parte Bovraian 61USPQ2d 1665, 
1671 (BD. Pat. App. & Inter. 2001) (Unpublished) 

b) Applicant argues that May does not teach a methodology for accepting new or 
modified orders during an order acceptance period, where selected information regarding orders 
is transmitted to auction participants during the order acceptance period. However, May 
discloses a methodology for accepting new or modified orders (in step 320) during an order 
acceptance period also in col.43, line 43-67. ("/Ae orders are filled at their entered price or better, 
and between counterparties that satisfy the credit preferences of one another. The auction mechanism 
34 then conducts the auction, preferably utilizing the following constraints and priorities to ensure 
fairness. 

The auction price is calculated by finding the price at which the most volume is traded. This 
condition is sujficient to generate a fair price, and all transactions should be completed at this price. It 
is noted that this price is generated without taking credit into account. The matching of orders is 
completed to ensure that credit preferences (including complex rules) are safe guarded and to ensure 
that the minimum number of tickets are generated. The better submitted prices will have priority, and 
M orders at the auction-price are filled in proportion to each other. Under these constraints, the 
auction mechanism 34 executes the auction, matching users and generating a settlement list. The 
settlement list comprises the trades resulting from the auction.'^) 
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Therefore prior art clearly teaches a method /system for conducting a batch auction and 
trading of a financial security. 

Conclusion 

7. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS fi*om the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated firom the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS firom the maiUng 
date of this final action. 

8. Any inquiry concerning this communication or earlier communications fi-om the 
examiner should be directed to Jeffrey Pwu whose telephone number is 703 308-7835. If 
attempts to reach the examiner by telephone are unsuccessfial, the examiner's supervisor, Sam 
Sough can be reached on 703 308-0505. The fax phone number for the organization where this 
appUcation or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for pubUshed applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 


Jeffrey Pwu 
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